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concerning patent infringement

1. The enforcement from item I.1. (operative provisions of the cease and desist order) of the pronouncement of the judgment by the Mannheim District Court from 02/27/2009 (File No. 7 O 94/08) will temporarily be suspended with the deposit of a security in the amount of EUR 7,500,000.00.  
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2. A further motion for the temporary suspension of the enforcement has been rejected. 

Grounds:

The motion for the temporary suspension of the enforcement is admissible and in part justified.

 1. The motion in accordance with §§719 paragraph 1, 707 of the German Code of Civil Procedure is admissible.  Contrary to the plaintiff’s opinion, the process does not depend on the issue of whether the defendants have sufficiently justified the motion made for a stay of execution in accordance with §712 of the Code of Civil Procedure at first instance.  However, it is arguable whether a motion in accordance with §719 paragraph 1 of the Code of Civil Procedure, which is based on submissions, which could have already been brought forward at first instance and which would have justified a motion in accordance with §712 of the Code of Civil Procedure (cf. supporting documents by Schuschke/Walker, Execution and Temporary Relief, Fourth Edition, §719 Margin Number 2, Fn. 5) is admissible in the appellate court.  The question must be supported with the meanwhile prevailing opinion; there is a lack of a supporting basis for the denial of the legal protection of the interests.  §712 paragraph 1 of the Code of Civil Procedure presumes that the enforcement would cause irreplaceable damage to the debtor.  In accordance with §§719 paragraph 1, 707 of the Code of Civil Procedure, the temporary suspension of the enforcement in contrast, however, lies in the duty-bound discretionary power of the court.  Both appeals thus have different requirements so that a denial of the stricter requirements of §712 paragraph 1 of the Code of Civil does not mean that a motion in accordance with §§719 paragraph 1, 707 of the Code of Civil Procedure will not be successful.  A transfer of the court rulings promulgated regarding §719 paragraph 2 of the Civil Code of Procedure has been withdrawn by reason of the different constituent facts (cf. OLG Düsseldorf NJW-RR 1987, 702; KG MDR 2005, 117).

The parallel motion for a preliminary ruling made by the defendants regarding the provisional enforceability (§718 of the Civil Code of Procedure) with the goal of increasing the security to be provided by the plaintiff does also not pose an obstacle to the motion for temporary suspension of the enforcement. 
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 2. A suspension of the enforcement without provision of a security is rejected in the case of dispute.  It requires, in accordance with §719 paragraph 1, 707 paragraph 1 clause 2 of the Code of Civil Procedure, that the debtor furnishes prima facie evidence that he is not in the position to deposit a security and that the enforcement would cause irreplaceable damage to the debtor.  However, it cannot instead be assumed that the defendants would not be in the position to deposit the security in the now fixed amount.  The fixed security is of the same order of magnitude as the lump sum license payment that the defendants are offering to the plaintiff (Annex B 19); if they are able to pay such an amount then they are also in the position to deposit a security in this amount.

 3. The Senate has exercised its discretionary power granted by §§719 paragraph 1, 707 paragraph 1 of the Code of Civil Procedure to suspend the enforcement from the pronouncement of the cease and desist order against the deposit of a security in the recognized amount.

In accordance with §§719 paragraph 1 clause 1, 707 paragraph 1 clause 1 of the Code of Civil Procedure, the enforcement from the judgment can be temporarily suspended against deposit of a security if an appeal is made against a verdict declared as provisionally enforceable.  In the context of the judgment call thus to be made, the court has to weigh the conflicting interests of the creditor on one hand and the debtor on the other.  In the process, the value judgment of the lawmakers must be taken into consideration, which fundamentally gives precedence to the concerns of the judgment creditor.  From the provisions of §709 clause 1 of the Civil Code of Procedure, it must be understood that the judgment debtor as a rule is already sufficiently protected by the security to be deposited by the creditor before the enforcement. It thus corresponds to established case law that in cases in which the contested judgment (as is the case here) is only enforceable against the deposit of a security by the creditor, a suspension of the enforcement at best can only come into consideration in exceptional circumstances. In the area of patent law there is, in addition to this general consideration, still the distinctive feature that the duration of the patent and thus the conveyed cease and desist order are restricted with regard to time, wherefore, in any case for imminent expiration of the protective rights, each delay in the enforcement can lead to a complete diminishing of the injunctive relief (cf. Federal Court of Justice, leading decision 2000, 862 - Fastening Device; OLG Düsseldorf leading decision 2000, 862).  In the case of this dispute, the interests to be taken under consideration, however, exhibit particularities which despite the general
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considerations, justify an exceptional temporary suspension of the enforcement.

a) For the summary examination solely contingent on the situation at hand, the appeal proceedings are

     not without prospects of success.  

	aa)
	The question of whether the defendants are making use, via production and distribution of UMTS-compatible mobile telephones, of the technical model of the patent in dispute EP 1 186 189 B1, in the current stage has to be classified as completely open.  After preliminary examination, the Senate, however, leans toward regarding the design of the patent in dispute, as it has been applied by the district court, as applicable. In particular, as the embodiment of the invention in Fig 3c suggests, characteristic 3a of the asserted apparatus claim 11 could (only) be understood as the protected device being in the position to check whether with the access authorization data

[illegible]
according to Fig 3c – in any case with regard to the apparatus claim asserted here – only a component of a standardized embodiment of the invention which requires always checking the “presence” of access threshold information, must be re-examined during the appeal proceedings. 

The question of whether the model, in terms of the disputed judgment, is included by the UMTS standard demands further clarification.  It can also only be approved from the current point of view if the examination confirms, according to characteristic 3a, whether the access authorization data includes access threshold information even in an access threshold – random number comparison, which is provided for in characteristic 3b.  Such a comparison always takes place with the UMTS standard without exception (with regard to the information considered as access threshold by the plaintiff).  A patent infringement thus would only exist if the patent does not make this comparison dependent on a positive outcome of the check according to characteristic 3a, which, however, the embodiments of the invention seem to suggest. 
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	That the cease and desist judgment is based solely on the wording of the claim at the current stage speaks against an enforcement from the title at first instance and does not, as it would be required according to the established case law of the Federal High Court of Justice (Federal High Court of Justice/Civil Matters 162, 365 - Blown Film Manufacturing), describe the challenged embodiment in any case for those characteristics in their concrete design (here characteristic 3) for which the actualization in the literal sense is problematic.  This applies regardless of the fact that this wording could possibly be corrected in the appeal proceedings without a change to the matter in dispute. 

Furthermore, there is the matter that in the current stage of the proceedings it is unclear whether the plaintiff challenges, as it has done in the other infringement proceedings, only the cellular phone named in the claim (here  “T-Mobile MDA Touch Plus”) or, as it asserts in the enforcement proceedings, all UMTS-compatible cellular telephones of the defendants.  The plaintiff’s assertion, as well as the challenged judgment, are not clear in this respect.

	bb)
	In the context of the summary examination, the Senate deems it probable that the plaintiff will not be free from restrictions when the cease and desist order is enforced, even if an infringement of the asserted apparatus claim should be approved  The Senate leans toward the view that objections could result from the licensing declaration issued by the former owner of the patent (Robert Bosch GmbH, hereinafter: Bosch) provided for in the articles of the standard setting body (ETSI) for so-called essential standard protective rights as well as also prohibition of misuse according to anti-trust law (Article 82 ECT; §§19, 20 Act Against Restraint of Competition).  It is of importance to both approaches that the model protected by the patent in dispute is being used as a requirement by such cellular telephones corresponding to the UMTS standard according to the submission from the plaintiff.  The latest established case law of the Federal High Court of Justice regarding the so-called objection to compulsory licensing according to anti-trust law (judgment from 05/06/2009 - KZR 39/06 - Orange Book Standard) will be of importance for the requirements as well as the legal consequences of such objections. 
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	In the process it is taken into consideration that further submissions from the parties, in particular with regard to the market conditions and regarding the plaintiff’s specific licensing practices, are required.  As things stand now, however, the prospects of success for the corresponding objections cannot be denied.


	b)
	Further consideration must be given to the specific situation of the local parties to the proceedings.

The plaintiff is a patent exploitation agency.  It neither manufactures its own cellular phones nor is it a market participant in any other way.  Rather it aims to conclude licensing agreements regarding the named patent portfolio with the defendants as well as other cellular phone providers.  Such a proceeding will, as the district court rightly states (cf. C.3.2 of the challenged judgment) on principle, be approved by the legal system and in itself does not justify objections against injunctive relief at the substantive law level.  That, however, does not change that in the context of the necessary consideration, different interests must be assumed for the plaintiff, in accordance with §§719 paragraph 1, 707 of the Civil Code of Procedure, than for an owner of protective rights who is active as a provider of the protected objects in the market himself.  In the market for the devices and processes in accordance with the protective rights, the plaintiff is not protecting its own market position with the asserted injunctive relief.  The plaintiff has no significant economic interest in the actual cessation of manufacturing and delivery of devices in accordance with patents by the defendants; in contrast, from its point of view, the greatest possible variety on the market is desirable for the attainment of the greatest possible number of cellular telephone sales.  If the enforcement of the cease and desist order is suspended, the defendants, however, contrary to the sentence in the first instance, can continue making domestic deliveries to their buyers.  In the absence of their own market presence, these sales, different from the standard case, will not be at the expense of the plaintiff’s market shares.  If, which must be proven within the context of the appeal proceedings, the asserted injunctive relief persists and is enforceable, then claims for compensation as a result of the continued deliveries accrue for the plaintiff, who can assert these after conclusion of the second instance in the usual manner.  There is no evidence that the 
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	assertion of claims against the defendants will become more difficult after conclusion of the appeal proceedings in presumably at most one year than it is at the present time, particularly since the fixed deposit of the security protects them to a large extent from the risk of a decrease in the defendants’ ability to pay.  The plaintiff’s claim to compensation must be plainly stated and calculated now by way of comparison on the basis of the disclosure already enforceable now (see 4 below), while in the reverse case, no suspension of the cease and desist enforcement and later rejection of the claim, a claim to compensation of enforcement damages (§717 paragraph 2 of the Civil Code of Procedures) for the defendants, in particular with questions of causations, naturally encounters great difficulties in matters of explanation and proof.

The plaintiff’s interest to move the defendants to the conclusion of a licensing agreement at more favorable conditions than offered until now even before the conclusion of the second instance against this background appears sparsely worthy of protection.  The same applies for the attempt to avoid “setting an example” for other companies that also have not yet entered a licensing agreement regarding the protective rights; this risk, which the Senate, in the case of dispute in light of the costly and also very significant risks revealed on the side of the defendants, which are not assessed as above average, must be born by the plaintiff as by all patent owners.

On the other hand, it must be assumed that an enforcement of the cease and desist order will immediately lead to significant damages for the defendants.  Already on the basis of the process situation it is certain that the defendants domestically deliver UMTS compatible cellular phones to bulk buyers such as the intervener.  The defendants, by submission of an affidavit, contend that at least 85% of their annual sales on the magnitude of EUR 160-200M, that is at least about EUR 136M, are accounted for by UMTS compatible devices. The plaintiff would be liable for damages resulting to the defendant as a result of suspension of deliveries in the case that the judgment of the first instance is amended in accordance with §717 paragraph 2 of the Civil Code of Procedure.  In light of the relatively low fixed security of EUR 1M set by the district court and the plaintiff’s 
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	undisputedly low liable equity, the economic risk from the enforcement is classified as significant for the defendants.


	4.
	In the necessary consideration of the listed facts the interests of the defendants in the disputed case tip the balance to the suspension of the enforcement until the conclusion of the appellate instance.  An amount of EUR 7.5M appears necessary for the amount of the security deposit under consideration of all facts, in particular the sales figures indicated by the defendants, the presumable length of the proceedings and the claims to damages possibly resultant thereof, but also sufficient for the protection of possible claims resulting for the plaintiff during the suspension of the enforcement.

The application for suspension of the enforcement with regard to the disclosure sentence (Item I.2 of the tenor) is unfounded.  The defendants have insofar not presented substantial grounds for a suspension; the reasons cited by them solely refer to the cease and desist sentence.  Added to this is the fact that the granting of disclosure in the specific configuration presented here is less dramatic than for the standard case in which the disclosure must be made with regard to a competitor.  
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